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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 ,136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status. 

1 )□ Responsive to communication(s) filed on i. 

2a)Q This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-52 is/are pending in the application. 

4a) Of the above claim (s) is/are withdrawn from consideration. 

5) IEI Claim(s) 15,17,19-23,25.27-30,34.38.42.46 and 49 is/are allowed. 

6) 13 Claim(s) 1-1 4,1 6.1 8.24.26.31-33.35-37.39-41. 43-45.47.48 and 50-52 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 31 December 2001 is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority unjder 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|3 All b)n Some * c)\J None of: 

1 .13 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Inten^iew Sunimary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mall Date. . 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infonnal Patent Application {PTO-152) 

Paper No(s)/Mail Date £3:^. 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326;(Rev. 14)4) Office Action Summary Part of Paper No./Mall Date 200501 18 
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DETAILED ACTION 

Specification 

1 . The abstract of the disclosure is objected to because It contains additional text 
(i.e Title of the Invention and figure 9). Correction is required. See l\/IPEP § 608.01(b). 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 31 , 32, 35, 36, 39, 40, 43 and 44 are rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which It is most nearly connected, to 
make and/or use the invention. In single means claims above, I.e., where a means 
recitation does not appear In combination with another recited element of means. Is 
subject to an undue breadth rejection under 35 U.S.C. 112, first paragraph. In re Hyatt, 
708 F.2d 712, 714-715, 218 USPQ 195, 197 (Fed. CIr. 1983) (A single means claim 
which covered every conceivable means for achieving the stated purpose was held 
nonenabling for the scope of the claim because the specification disclosed at most only 
those means known to the Inventor.). When claims depend on a recited property, a fact 
situation comparable to Hyatt is possible, where the claim covers every conceivable 
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structure (means) for achieving tlie stated property (result) while the specification 
discloses at most only those known to the inventor. (MPEP 21 64.08 (a)). 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-14. 16. 18, 24. 26, 31, 33, 35, 37, 39, 41, 43, 45 47, 50 and 51 rejected 
under 35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Regarding claims 1 and 8, the phrase "the result of the comparison" seems to be 
refenring to a previously cited results and comparison which does not appear in the 
claim. Claims 2-7, 9-14 31 , 33, 35, 37, 39, 41 , 43, 45 47, and 51 variously depend from 
an indefinite base claim and are thus themselves indefinite. 

Regarding claims 16, 18, 24 and 26, the phrases "calculating the number of the 
iterations" and " the iterative decoder" also seem to be refenring to a previously cited 
iteration and iterative decoder, respectively, which does not appear in the claims. 

Regarding claim 50, the phrase "it is removable" is ambiguous as in what part of 
the elements of claim 49 is removable. 

Claim Rejections • 35 USC § 101 



6. 



35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 51 and 52 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. The claims are non-statutory 

because the citation "computer program product" in claims 51 and 52 is directed 

towards descriptive material (i.e. an analog fomn or digital representation, respectively). 

Such descriptive material can be classified as being either functional (i.e. the descriptive 

material imparts functionality on a generic computer when such material is embodied in 

the computer for example, computer programs or data structures) or non-functional (e.g. 

music or text). In this case, the descriptive material is none-functional because, it merely 

describes the data combined, used or processed. The claims do not define any 

functional operations or relationships that would impart functionality on a computer. The 

following fonnats are acceptable: "A computer program embodied in a computer 

readable medium for performing the steps of ..." or "A computer readable medium 

storing a program for performing the steps of (See case law in MPEP 2106). 



Allowable Subject Matter 

8. Claims 1-14, 16, 18, 24. 26, 33, 37, 41 , 45, 47 and 50 would be allowable if 
rewritten or amended to overcome the rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, 
set forth in this Office action. The following is a statement of reasons for the indication of 
allowable subject matter: Yeung et al. (US 6,587,944) fails to modify the decoder 
parameter based on the comparison results of the extracted watennark and a known 
watermark of claims 1 and 8 combined with other features and elements of the claims. 
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9. The following is an examiner's statement of reasons for allowance: claims 15, 17, 
19-23, 25, 27-30, 34, 38. 42. 46 and 49 are allowable because, the prior art of record 
specifically Yeung et al. (US 6,587,944) fails to modify the decoder parameter based on 
the comparison results of the extracted watermark and a known watermark of claims 15 
and 23 combined with other features and elements of the claims. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Other prior art cited 

10. Prior art of record cited and not relied upon is considered pertinent to 
applicant's disclosure. 

The US Patent 6.785,81 5; US Patent 6,71 1 ,71 0 and US Patent 6,320,829 teach 
watermarking related to applicant's invention as claimed. 

Contact information 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shervin Nakhjavan whose telephone number is (703) 
306-5916. The examiner can normally be reached on Monday through Friday from 8:00 
am to 5:30 pm. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Leo Boudreau, can be reached at (703) 305-4706. 

Any response to this action should be mailed to: 

Assistant Commissioner for Patents 
Washington, DC 20231 
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Or faxed to: 

(703) 872-9306 for formal communications, please marl( "EXPEDITED 
PROCEDURE" 
or: 

for informal or draff communications; please label "PROPOSED" or 
"DRAFT". 



Hand delivered responses should be brought to Crystal Park 2, 2121 Crystal 
drive, Arlington, VA, sixth floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Tech center 2700 customer service office (703) 306-0377. 



Shervin Nakhjavan v5. 
Patent Examiner 
Group Art Unit 2621 
February 1,2005. 




ANDREW W. JOHNS 
PRIMARY EXAMINER 



